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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period wilt apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b), 

Status 

1 )M Responsive to communication(s) filed on 15 July 2005 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-30 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Notice to Applicant 

1 . This communication is in response to the Amendment filed on 07/15/05. Claims 1 
and 15-17 have been amended. Claims 1-30 are pending. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fitzgerald et al (6,260,049) in view of Pinsky et al. (5,513,101), for substantially the 
same reasons given in the previous Office Action, and incorporated herein. Further 
reasons appear hereinbelow. 

(A) Claims 1 and 1 5-1 7 have been amended to recite the limitation of "as a graphical 
user interface by the radiologist". However, this limitation has been clearly shown by 
Fitzgerald in Column 22, lines 44-67 to Column 23, line 17. Furthermore, this change 
does not affect the scope and the breadth as originally presented/or in the manner in 
which were interpreted by the Examiner when applying prior art within the previous 
Office Action. As such, these claims are rejected under the same reason given in the 
prior Office Action, and incorporated herein. 
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(B) Claims 2-1 4 and 1 8-30 have not been amended are therefore rejected for the 
same reasons given in the previous Office Action, and incorporated herein. 

Response to Arguments 

4. Applicant's arguments filed on 07/15/05 with respect to claims 1 and 1 5-1 7 have 
been fully considered but they are not persuasive. Applicant's arguments will be 
addressed hereinbelow in the order in which they appear in the response filed on 
07/15/05. 

(A) At pages 9-1 1 of the response, Applicant argues the followings: 

(1 ) Fitzgerald and Pinsky do not teach the "master folder" limitation as described 
in claims 1, 15-17. 

(2) Fitzgerald and Pinsky either alone or in combination and the rejections under 
35 U.S.C. 103 (a) should be withdrawn. 

(B) With respect to Applicant first argument, Examiner respectfully submits that 
Fitzgerald clearly suggests in "FIG. 41 shows a graphical user interface screen 670 for 
use with the present invention, which allows the user to search for or to add file data 
associated with x-ray film jackets. The screen 670 displays log-in and log-out data for 
various x-ray jacket types, which may have different jacket thicknesses when empty. 
The screen 670 is divided into a plurality of functional sections. The inquiry section 672 
allows the user to display pending and purge lists, the master patient index, and the log- 
in and log-outs. The add to or edit section 674 allows the user to enter or edit pending 
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and purge lists as well as the master patient index. The print pull list section 676 allows 
the user to print out a pull list or display it on the monitor screen 91 . The maintenance 
section 678 allows the user to print routing slips as well as perform maintenance 
operations associated with the electronic scale 130 and the label printer 132. 
Turning now to FIG. 42, an alternative embodiment of the present invention is shown. 
As discussed above, the shelf manager system 10 of the present invention can track 
multiple file requests for active files. Multiple requests can arise when different medical 
departments in a patient medical care facility 14 need to see the same patient's file. 
It is often the case that a medical file is requested simultaneously by different clinical 
departments within the medical care facility 14. For example, pertinent parts of a 
patient's medical records may need to be reviewed by both the radiology department 26 
and the pathology departments 28. Because there is only one paper copy of a patient's 
file, these two requests would need to be filled serially by sending the paper file to the 
first department and then to the second. The second requesting department will need to 
wait until the first department is finished with the patient's file and re-routed to the 
second requesting department. This can be a serious drawback in the case of a patient 
who is undergoing treatment by the first and second department. 
This embodiment of the present invention supplements patient's file folder 52 by 
providing electronic or paper copies of the files to each of the requesting departments 
so that both the first requesting department and the second requesting department 
could review the file, or pertinent parts of the file, concurrently rather than serially" (See 
Fitzgerald, Col.22, lines 44-67 to Col.23, line 17) which correspond to Applicant's 
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claimed feature. Therefore, Applicant's arguments are non-persuasive and the rejection 
is hereby sustained. 

(C) With respect to Applicant second argument, it is respectfully submitted that an 
explanation based on logic and sound scientific reasoning of one ordinarily skilled in the 
art at the time of the invention that support a holding of obviousness has been 
adequately provided by the motivations and reasons indicated by the Examiner in the 
previous Office Actions, incorporated herein, Ex parte Levengood, 28 USPQ2d 1300 
(Bd. Pat. App. & Inter., 4/22/93). Each applied reference does not expressly suggest 
combination with the other respective references; however, the Examiner has shown 
that motivation for combining the references existed in the prior art. Within the present 
combinations, all of the modifications proposed by the Examiner are taught by the 
references and that knowledge generally available to one of ordinary skill in the art. 
Therefore, the combination of references is proper and the rejection maintained. 

In addition, the Examiner recognizes that references cannot be arbitrarily altered 
or modified and that there must be some reason why one skilled in the art would be 
motivated to make the proposed modifications. However, although the Examiner 
agrees that the motivation or suggestion to make modifications must be articulated, it is 
respectfully contended that there is no requirement that the motivation to make 
modifications must be expressly articulated within the references themselves . 
References are evaluated by what they suggest to one versed in the art, rather than by 
their specific disclosures, In re Bozek, 163 USPQ 545 (CCPA 1969). 
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The Examiner is concerned that Applicant apparently ignores the mandate of the 
numerous court decisions supporting the position given above. The issue of 
obviousness is not determined by what the references expressly state but by what they 
would reasonably suggest to one of ordinary skill in the art, as supported by decisions in 
In re DeLisle 406 Fed 1326, 160 USPQ 806; In re Kell, Terry and Davies 208 USPQ 
871; and In re Fine, 837 F.2d 1071, 1074, 5 USPQ 2d 1596, 1598 (Fed. Cir. 1988) 
(citing In re Lalu, 747 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. Cir. 1988)). Further, 
it was determined in In re Lamberti et al, 1 92 USPQ 278 (CCPA) that: 

(i) obviousness does not require absolute predictability; 

(ii) non-preferred embodiments of prior art must also be considered; and 

(iii) the question is not express teaching of references, but what they would 
suggest. 

According to In re Jacoby, 135 USPQ 317 (CCPA 1962), the skilled artisan is 
presumed to know something more about the art than only what is disclosed in the 
applied references. In In re Bode, 1 93 USPQ 12 (CCPA 1 977), every reference relies 
to some extent on knowledge of persons skilled in the art to complement that which is 
disclosed therein. 

According to Ex parte Berins, 168 USPQ 374 (Bd. Appeals), there is no statutory 
limitation as to the number of references that may be used to demonstrate obviousness 
not what references expressly state but what they would reasonably suggest to one of 
ordinary skill in the art. In In re Conrad, 169 USPQ 170 (CCPA), obviousness is not 
based on express suggestion, but what references taken collectively would suggest. 

Nonetheless, it is respectfully submitted that an explanation based on logic and 
sound scientific reasoning of one ordinarily skilled in the art at the time of the invention 
that support a holding of obviousness has been adequately provided by the motivations 
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and reasons indicated by the Examiner in the previous Office Action, Ex parte 
Levengood, 28 USPQ2d 1300 (Bd. Pat. App. & Inter., 4/22/93). 

Furthermore, it is respectfully submitted that one cannot show nonobviousness 
by attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). In addition, the test for 
obviousness is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or air of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 
The skilled artisan would not consider the prior art embodiments in a vacuum, but would 
have had the motivation to combine the advantageous features of the prior art in the 
manner purported by the Examiner for the reasons and motivations given in the prior 
Office Action. Thus, the teachings of Fitzgerald and Pinsky when considered with the 
knowledge that is generally available to one of ordinary skill in the art make obvious the 
limitations that Applicant disputes. 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 



the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number is 571-272-6769. 
The examiner can normally be reached on Monday-Thursday from 6:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 



Conclusion 




V.F 



September 30, 2005 
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